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REMARKS 

Applicants have carefully considered the December 14, 2004 Office Action, and the 
amendments above together with the comments that follow are presented in a bona fide effort to 
address all issues raised in that Action and thereby place this case in condition for allowance. 
Claims 1-15 were pending in this application. In response to the Office Action dated December 
14, 2004, claims 1-15 have been canceled and new claims 16-32 have been added. Care has 
been exercised to avoid the introduction of new matter. Adequate descriptive support for the 
present Amendment should be apparent throughout the originally filed disclosure as, for 
example, the depicted embodiments and related discussion thereof in the written description of 
the specification. Descriptive support for new claims 16-32 is as follows: 
Claim 16 - page 7, line 23 through page 8, line 21, page 9, lines 17-18, page 10, line 11, page 
13, lines 8-11; 

Claims 17, 25, 28 ~ page 13, lines 15-22; 
Claims 18, 26, 29 - page 13, lines 13-14; 
Claim 19 - page 10, lines 9-10; 
Claim 20 ~ page 22, lines 10-11; 
Claim 21 - Fig. 14; 
Claim 22 ~ page 23, lines 4-6; 

Claim 23 - page 23, lines 16-22, page 24, lines 8-9, page 27, lines 1-3, page 27, lines 19-26, 

page 28, lines 6-22, Fig. 21; 

Claim 24 - page 27, lines 7-9, Fig. 20; 

Claim 27 - page 7, line 20 through page 8, line 21, page 18, line 7, page 1 1, lines 15-19, page 
19, lines 11-13; 

Claim 30 ~ page 19, lines 11-13; 
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Claim 31 - page 24, line 8-9, page 25, lines 15-16; and 

Claim 32 - page 7, lines 23-25, page 8, lines 19-21, page 9, lines 17-18. 

Applicants submit that the present Amendment does not generate any new matter issue. 
Entry of the present Amendment is respectfully solicited. It is believed that this response places 
this case in condition for allowance. Hence, prompt favorable reconsideration of this case is 
solicited. 

Claims 1-4, 6-10 and 12-15 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Chan et al. (U.S. Pat. No. 6,712,527, hereinafter "Chan") in view of Dodge et al. (U.S. Pat. No. 
6,025,992, hereinafter "Dodge"). Applicants respectfiiUy traverse. Claims 1-4, 6-10 and 12-15 
have been canceled and, therefore, the rejection is moot. Moreover, new claims 16-32 are free from 
the applied art for the reasons outlined below. 

Claims 5 and 1 1 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Chan in 
view of Dodge and fiirther in view of Ohishi (U.S. Pat. No. 5,812,716, hereinafter "Ohishi"). 
Applicants respectfiiUy traverse. Claims 5 and 1 1 have been canceled and, therefore, the rejection is 
moot. Moreover, new claims 16-32 are free from the applied art for the reasons outlined below. 

Independent claims 16, 23 and 27 each recites, in pertinent part, a heat dissipating sheet 
directly in contact with the bottom plate of a package. Applicants submit that Chan and Dodge 
do not teach or suggest such an arrangement of a heat dissipating sheet. Chan discloses 
transceiver 50 having a package made of laminate 10, overmold frame 22 bonded on the top 
surface of laminate 10, and frame cover 25 attached to overmold frame 22. Heatsink carrier 26 
provides a low thermal resistance path for heat flow from optoelectronic die 1 8 to package cover 
25, and package cover 25 assists in removing heat from the package (colunm 11, lines 8-11), 
and package cover 25 can be used as a heatsink for heat transferred from optoelectronic die 18 
via heatsink carrier 26 (column 11, lines 40 - 42). 
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Hence, for argument sake, if one of ordinary skill in the art would have been motivated to 
use heat exchanger 42 of Dodge in transceiver 50 of Chan, he/she would have attached heat 
exchanger 42 to package cover 25 to which the heat is transferred from optoelectronic the 1 8 via 
heatsink carrier 26. Moreover, if heat exchanger 42 were to be disposed between heatsink carrier 
26 and package cover 25, one of ordinary skill would have placed heat exchanger 42 in contact 
with both package cover 25 and heatsink carrier 26 so as to conduct the heat from heatsink 
carrier 26 to package cover 25. However, Applicants stress that this installation requires that the 
sizes of package cover 25 and heatsink carrier 26 and the thickness of heat exchanger 42 be 
strictly determined, and that transceiver 50 be carefully assembled to ensure these components 
are in adequate contact. Heat exchanger 42 can be placed on the outer surface of package cover 
25. However, in this case, heat exchanger 42 does not conduct heat from package cover 25 to 
other members and, therefore, the heat dissipating efficiency caimot be significantly increased. 
Transceiver 50 of Chan can be housed in a case to which heat exchanger 42 conducts the heat, 
however, strict design and careful installation would be necessary, similar to heat exchanger 42 
being disposed between heatsink carrier 26 and package cover 25 (discussed above). 

On the contrary, with the present claimed subject matter, the heat dissipating sheet is 
directly in contact with a bottom plate of a package and, therefore, it is easy to place the heat 
dissipating sheet in contact with a body of an optical module by simply putting the optical device 
of claim 1 6 on the bottom wall of the body of the optical module. This placement facilitates both 
the design of the optical device and module as well as the installation of the optical device into 
the optical module. Further, the heat will be efficiently dissipated both by direct radiation from 
the heat dissipating sheet and by conduct from the heat dissipating sheet to the body of the 
module. Thus, for the reasons expressed above, Applicants submit that the present claimed 
subject matter would not have been obvious to one having ordinary skill in the art based on Chan 
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and Dodge. Further, Ohishi does not cure the argued deficiencies of Chan and Dodge. Ergo, 
even if the appUed references are combined, and Applicants do not agree that the requisite 
realistic motivation exists, the claimed inventions will not resuh. Uniroyal Inc, v. Rudkin-Wiley 
Corp,, 837 F.2d 1044, 5 USPQ2d 1434 (Fed. Cir. 1988). 

Based upon the foregoing, Applicants submit that new claims 16-32 are free from the 
applied art. It is believed that all pending claims are now in condition for allowance. Applicants 
therefore respectfully request an early and favorable reconsideration and allowance of this 
application. If there are any outstanding issues which might be resolved by an interview or an 
Examiner's amendment, the Examiner is invited to call Applicants* representative at the 
telephone number shown below. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account 500417 and please credit any excess fees to 
such deposit account. 

Respectfully submitted, 
McDERMOTT WILL & EMERY LLP 

Brian K. Seidleck 
Registration No. 5 1 ,32 1 

600 13^^ Street, N.W. Please recognize our Customer No. 20277 

Washington, DC 20005-3096 as our correspondence address. 

Phone: 202.756.8000 BKSiidw 
Facsimile: 202.756.8087 
Date: April 14, 2005 
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